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DETAILED ACTION 

1. This Office Action is in response to a request for continued examination under 37 CFR 
1.114, including the fee set forth in 37 CFR 1.17(e), which was filed in this appHcation after, 
.final rejection. Since this application is eligible for continued examination under 37 CFR 
1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 30 March 2007 has been entered. 

2. Claims 6, 17, 23 and 29 were amended. 

3. Claims 1-5, 7-16, 18-22, 24-28 and 30-39 were cancelled. 

4. Claims 52-71 were added. 

5. Claims 6, 17, 23, 29 and 40-71 are pending in this Office Action. 

Response to Amendment 

6. Applicant's amendments and arguments with respect to claims 6, 17, 23 and 29 and new 
claims 52-71 filed on 30 March 2007 have been fully considered but they are deemed to be 
moot in view of the new grounds of rejection. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the. time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 6, 17, 23, 29, 40-42, 44-46, 48-50, 52-55, 57-60, 62-65 and 67-70 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Foladare et al. (U.S. 6,31 1,210) in view of 
Redpath (U.S. 6,256,672) and further in view of Beck et ai. (U.S. 5,903,723). 

Foladare teaches the invention substantially as claimed including when a sending party 
wishes to send an electronic mail message to a receiving party, the sending party creates the 
electronic mail message along with any attachments using his/her user device and sends the 
electronic mail message to the centralized electronic mail apparatus. The centralized 
electronic mail apparatus further determines the portions of the electronic mail message that 
are to be sent to each of the electronic mail receiving devices (see Abstract). 

9, With respect to claim 6, teaches an article comprising a machine-readable medium 
storing machine-readable instructions that, when executed by the machine, cause the machine 
to perform the following operations: enable a sender to input a message; enable the sender to 
append an attachment to the message; enable the sender to designate at least one recipient of 
a plurality of recipients to receive the message and the attachment (Foladare, col. 3, lines 5- 
14); enable a recipient to create and edit a reception profile, the profile including the 
recipient's preferences with regard to receipt of prospective attachments (Foldare, col. 6, 1 
lines 8-17); and transmit the message over a network from the sender to the plurality of 
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recipients, wherein (Foladare, col. 3, lines 5-14) the message is transmitted without the 
attachment to any recipient whose reception profile specifies not to receive an attachment, 
regardless of whether the sender designated the recipient to receive the message with or 
without the attachment (Foldare, col. 6, lines 21-40). 

Foldare does not explicitly teach the sender designating a recipient to receive the 
message without the attachment. 

However, Redpath teaches enabling the sender to designate at least one recipient of the 
plurality of recipients to receive the message without the attachment (Redpath, Fig. 3, 
element 230; col. 3, lines 19-31). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Foldare in view of Redpath in order to enable the sender designating a 
recipient to receive the message without the attachment. One would be motivated to do so in 
order to facilitate not wasting any storage space or download time sending 
redundant/unneeded materials. 

The combination of Foldare and Redpath does not explicitly teach transmission of the 
message from the sender without the attachment. 

However, Beck teaches the message is transmitted from the sender without the 
attachnient (Beck, col. 5, lines 39-53). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the combination of Foldare and Redpath in view of Beck in order to 
enable transmission of the message from the sender without the attachment. One would be 
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motivated to do so in order to more efficiently utilize processor and communications medium 
bandwidth and memory storage in a computer communications network. 

10. With respect to claim 40, Foldare teaches the invention described in claim 6, including 
the article including instructions that, when executed by the machine, cause the machine to 
enable the recipient to create and edit a profile that specifies information about prospective 
attachments that the recipient is unable, or does not wish, to receive (Foldare, col. 6, lines 8- 
17 and lines 21-40). 

11. With respect to claim 41, Foldare teaches the invention described in claim 40, including 
the article including instructions that, when executed by the machine, cause the machine to 
prevent recipient by the recipient of the prospective attachments that the recipient's profile 
indicates the recipient is unable, or does not wish, to receive (Foldare, col. 6, lines 8-17 and 
lines 21-40). 

12. With respect to claim 42, Foldare teaches the invention described in claim 41, including 
the article including instructions that, when executed by the machine, cause the machine to 
enable the recipient to create and edit a profile that specifies the recipient is not to receive 
attachments larger than a specified size (Foldare, col. 6, lines 8-17 and lines 21-40). 

13. With respect to claim 52, Foladare teaches an article comprising a machine-readable 
medium storing machine-readable instructions that, when executed by the machine, cause the 



Application/Control Number: 09/855,584 Page 6 

Art Unit: 2155 

machine to perform the following operations: enable a sender to input a message; enable the 
sender to append an attachment to the message; enable the sender to designate at least one 
recipient of a plurality of recipients to receive the message and the attachment (Foladare, col. 
3, lines 5-14); enable a recipient to create and edit a reception profile, the profile including 
the recipient's preferences with regard to receipt of prospective attachments (Foldare, col. 6, 1 
lines 8-17); and transmit the message over a network from the sender to the plurality of 
recipients, wherein (Foladare, col. 3, lines 5-14) the message is transmitted without the 
attachment to any recipient whose reception profile specifies not to receive an attachment, 
even though the sender designated that recipient to receive the message with the attachment 
(Foldare, col. 6, lines 21-40). 

Foldare does not explicitly teach the sender designating a recipient to receive the 
message without the attachment. 

However, Redpath teaches enabling the sender to designate at least one recipient of the 
plurality of recipients to receive the message without the attachment (Redpath, Fig, 3, 
element 230; col. 3, lines 19-31). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Foldare in view of Redpath in order to enable the sender designating a 
recipient to receive the message without the attachment. One would be motivated to do so in 
order to facilitate not wasting any storage space or download time sending 
redundant/unneeded materials. 

The combination of Foldare and Redpath does not explicitly teach transmission of the 
message from the sender without the attachment. 
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However, Beck teaches the message is transmitted from the sender without the 
attachment (Beck, col. 5, lines 39-53). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the combination of Foldare and Redpath in view of Beck in order to 
enable transmission of the message from the sender without the attachment. One would be 
motivated to do so in order to more efficiently utilize processor and communications medium 
bandwidth and memory storage in a computer communications network. 

14. Claims 17, 23, 29, 44-46, 48-50, 53-55, 57-60, 62-65 and 67-70 do not teach or define 
any new limitations above claims 6, 40-42 and 52 and therefore are rejected for similar 
reasons. 

15. Claims 43, 47, 51, 56, 61, 66 and 71 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Foladare in view of Redpath in view of Beck and further in view of Ulrich 
etal. (U.S. 6,052,735). 

16. With respect to claim 43, Foldare teaches the invention described in claim 41, including 
an article comprising a machine-readable medium storing machine-readable instructions that, 
when executed by the machine, cause the machine to perform the following operations: 
enable a sender to input a message; enable the sender to append an attachment to the 
message; enable the sender to designate at least one recipient of a plurality of recipients to 
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receive the message and the attachment (Foladare, col 3, lines 5-14); enable a recipient to 
create and edit a reception profile, the profile including the recipient's preferences with 
regard to receipt of prospective attachments (Foldare, col 6, 1 lines 8-17); and transmit the 
message over a network from the sender to the plurality of recipients, wherein (Foladare, col. 
3, lines 5-14) the message is transmitted without the attachment to any recipient whose 
reception profile specifies not to receive an attachment, regardless of whether the sender 
designated the recipient to receive the message with or without the attachment (Foldare, col. 
6, lines 21-40). 

Foldare does not explicitly teach the sender designating a recipient to receive the 
message without the attachment. 

However, Redpath teaches enabling the sender to designate at least one recipient of the 
plurality of recipients to receive the message without the attachment (Redpath, Fig. 3, 
element 230; col. 3, lines 19-31). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Foldare in view of Redpath in order to enable the sender designating a 
recipient to receive the message without the attachment. One would be motivated to do so in 
order to facilitate not wasting any storage space or download time sending 
redundant/unneeded materials. 

The combination of Foldare and Redpath does not explicitly teach transmission of the 
message from the sender without the attachment. 

However, Beck teaches the message is transmitted from the sender without the 
attachment (Beck, col. 5, lines 39-53). 



Application/Control Number: 09/855,584 Page 9 

Art Unit: 2155 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the combination of Foldare and Redpath in view of Beck in order to 
enable transmission of the message from the sender without the attachment. One would be 
motivated* to do so in. order to more efficiently utilize processor and communications medium 
bandwidth and memory storage in a computer communications network. 

The combination of Foldare, -Redpath and Beck does not explicitly teach a profile that 
specifies that a recipient is not to receive attachments during a particular time. 

However, Ulrich teaches the article including instructions that, when executed by the 
machine, cause the machine to enable the recipient to create and edit a profile that specifies 
the recipient is not to receive attachments during a particular time frame (Ulrich, col. 13, 
lines 12-16). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the combination of Foldare, Redpath and Beck in view of Ulrich in 
order to enable a profile that specifies that a recipient is not to receive attachments during a 
particular time. One would be motivated to do so in order to allow the user of a mobile 
device to dynamically retrieve individual electronic mail message attachments on a per 
message basis. 

17. Claims 47, 51, 56, 61, 66 and 71 do not teach or define any new limitations above claim 
43 and therefore are rejected for similar reasons. 
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Response to Arguments 

18. Applicant's arguments filed 30 March 2007 have been fully considered, but they are not 
persuasive for the reasons set forth below. 

Applicant's arguments have been considered but are moot in view of the new ground(s) 
of rejection. 
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Conclusion 

Any inquiry concerning this communication or earlier conimunications from the examiner 
should be directed to Alicia Baturay whose telephone number is (571) 272-3981. The examiner 
can normally be reached at M-Th 7:15 - 5pm, 2nd Fridays 7:15-3:45, and every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Saleh 
Najjar can be reached on (571) 272-4006. The fax phone number for the organization where this 
application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or PubHc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Alicia Baturay 
June 6, 2007 




